REMARKS 

Allowable Subject Matter 

Applicants gratefully acknowledge the Examiner's indication that claims 10-12, 14, 16, 
30-32, 34, 38, and 40 recite allowable subject matter. See pages 4-5 of the Office Action. 

Amendments 

Claims 1, 3, 5, 8, 10-16, 20, 23, 25, 28, 30-34, 36, and 39 are amended above to delete 
superfluous language, to correct obvious typographical errors, and to use claim language in 
accordance with conventional US practice. Also, claims 12, 13, 32 and 33 are amended to delete 
"such as.*' Claims 17 and 19 are converted into fluorescence assay method claims. 

New claims 47-62 are directed to further aspects of the invention. See, e.g., the original 
claims and the Examples. Claim 47 is directed to the subject matter of the "such as" clause 
deleted from claim 13. Claim 48 is directed to subject matter stated to be optional in claim 3. 
Claims 49 and 50 are each individually directed to two aspects recited in claim 9. Claim 51 is 
directed to an option deleted from claim 10. Claims 52 and 58 are directed further aspects of the 
invention. See, e.g., page 6, line 1 1-page 7, line 3. Claim 53 is directed to the subject matter of 
the "such as" clause deleted from claim 33. Claim 54 is directed to subject matter stated to be 
optional in claim 23. Claims 55 and 56 are each individually directed to two aspects recited in 
claim 29. Claim 57 is directed to an option deleted from claim 30. Claims 59-62 are directed to 
oligonucleotide structures exemplified in the Examples. 

Rejection under 35 USC 112, second paragraph 

As noted above, claims 12, 13, 32 and 33 are amended to delete "such as"; and claims 17 
and 19 are converted into fluorescence assay method claims which have antecedent basis for 
"assay." Withdrawal of the rejection is respectfully requested. 

Rejection under 35 USC 102(b) in view of the Sessler et al. 

In the rejection, it is asserted that since structural formula is presented in, e.g., claim 1 
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any chemical compound which is a metal complex wherein "the metal complex is interpreted as a 
rare-earth metal complex" will anticipate the claimed invention. Based on this assertion, the 
Examiner argues that Sessler et al. (US 5,559,207). 

Firstly, the rejection fails to establish anticipation of applicants 1 claimed invention 
because it fails to demonstrate that the prior art discloses each and every element of the claimed 
invention. For example, claim 1 recites that a biological molecule is covalently bonded to a 
labeling agent, and the labeling agent is a fluorescent conjugate comprising an oligonucleotide 
which is covalently bonded to a rare-earth metal cryptate. Compare also conjugate claim 20. 
The rejection makes no mention of a biological molecule and clearly fails to point out where 
Sessler et al. (US '207) disclose a biological molecule covalently bonded to labeling agent, in 
which the labeling agent is an oligonucleotide covalently bonded to a rare-earth metal cryptate. 
Thus, the anticipation rejection should be withdrawn. 

In addition, while the rejection asserts that US '207 discloses a texaphyrin metal complex, 
the rejection fails to present any explanation as to why one of ordinary skill in the art would 
consider any texaphyrin metal complex, let alone the complexes disclose by US '207, to be a 
cryptate metal complex. 

The rejection makes the unjustified assertion that US '207 discloses a metal compound 
which is "europium cryptate." In support of this assertion, the rejection cites column 3, lines 56- 
65. However, no mention of cryptate complexes or any other complexing structure is made in 
this portion of the disclosure. Instead, this portion of the disclosure only describes examples of 
the divalent and trivalent metal cations that have catalytic activity for performing ester bond 
hydrolysis. 

The attached excerpt from IUPAC describes cryptands as being "macrobicyclic, 
macrotricyclic, etc., compounds generally having nitrogen atoms at the bridgehead positions." 
Further, the attached excerpt from IUPAC discloses that "coplanar cyclic polydentate ligands, 
such as porphyrins, are not regarded as cryptands." (emphasis added). Further, the Merck 
index describes bicyclic "crown" ethers as cryptates and defines crown ether as macrocyclic 
compounds having -CH 2 -CH 2 -0- as a repeating unit. 

Compare also the cryptates disclosed by Gansow et al. (US 4,257,955) and Lehn et al. 
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(US 5,346,996) (copies enclosed). 

Thus, the rejection presents no rationale as to why the texaphyrin complexes of US '207 
would be considered by one of ordinary skill in the art to be cryptate complexes. 

To establish anticipation, the prior art reference must teach explicitly or inherently every 
feature of the claimed invention. Moreover, in making an anticipation rejection, an examiner 
must show where each and every feature of the claimed invention is described in the 
allegedly anticipatory reference. See, e.g., Ex parte Levy, 17USPQ2d 1461, 1462 (BOPA 1990) 
["Moreover, it is incumbent upon the Examiner to identify wherein each and every facet of the 
claimed invention is disclosed in the applied reference. "]. The rejection does not satisfy this 
requirement and should be withdrawn. 

For the reasons presented above, withdrawal of the rejection is respectfully requested. 

Rejection under 35 USC 102(b) in view of the Sessler et al. and Zhao et al. 

In the rejection, it is alleged that Zhao et al. (US 6,306,975) discloses a rare earth metal 
complex for use as a donor label. However, Zhao et al. do not disclose or suggest a process for 
constructing a conjugate of a biological molecule, an oligonucleotide covalently, and a rare-earth 
metal cryptate, covalently bonded. Nor does US '975 disclose or suggest such a conjugate or the 
use thereof in an assay. 

For the reasons presented above, withdrawal of the rejection is respectfully requested. 
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The Commissioner is hereby authorized to charge any fees associated with this response 
or credit any overpayment to Deposit Account No. 13-3402. 



MILLEN, WHITE, ZELANO 

& BRANIGAN, P.C. 
Arlington Courthouse Plaza 1, Suite 1400 
2200 Clarendon Boulevard 
Arlington, Virginia 22201 
Telephone: (703) 243-6333 
Facsimile: (703) 243-6410 

Attorney Docket No. : LOM-0024 

Date: March 13, 2006 
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cryptand 

A molecular entity comprising a cyclic or polycyclic assembly of binding 
'■ sites that contains three or more binding sites held together by covalent 
bonds, and which defines a molecular cavity in such a way as to bind (and 
thus, 'hide* in the cavity) *jinthpr molecular entity, the ggest (a cation, an 
anion or a neutral species), more strongly than do the separate parts of the 
assembly (at the same total concentration of binding sites). The adduct thus 
formed is called a 'cryptate'. The term is usually restricted to bicyclic or 
oligocyclic molecular entities. 
Example: 




Corresponding monocyclic ligand assemblies (crowns) are sometimes in- 
cluded in this group, if they can be considered to define a cavity in which 
a guest can hide, The terms 'podand' and 'spherand' are used for certain 
specific ligand assemblies. Coplanar cyclic polydentate ligands, such as 
porphyrins, are not noimally regarded as cryptands. 
See also host 

1994, 66, 1102; 1995, 57, 1329 
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